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Double Patenting 

A rejection based on double patenting of the "same invention" type finds Its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the temi "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ocl<ert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, All F.2d 438, 164 
USPQ619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 122-128 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 69-74 of copending Application No. 10/407,667. This 
is a provisional double patenting rejection since the conflicting claims have not in fact 
been patented. 

Ciaim Objections 

Claims 87- 89 and 106 are objected to because of the following informalities: 
On line 9 of claim 87, "a EEG signal" should be replaced with "the EEG signal". 
On line 1 of claim 88, "claim 88" should be replaced with "claim 87". 
On line 1 of claim 89, "claim 88" should be replaced with "claim 87". 
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On line 1 of claim 106, "claims 81" should be replaced with "claims 87". 
Appropriate correction is required. 

Applicant is advised that should claim 127 be found allowable, claim 126 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 



Allowable Subject Matter 
Claims 122-128 would be allowable if the double patenting rejection were 
overcome. 

Claim 129-132 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claims 87-121 are allowed. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

US Patent No. 6.032,072 to Greenwald, US Patent Application Publication 
2005/0165323 to Montgomery et al., and US Patent No. 5,349,962 to Lockard et al. 
represent the closest prior art. 
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Regarding claims 87-121, Greenwald teaches a method for ascertaining the 
cerebral state of the patient, including a state resulting from the administration of a drug. 
The method comprises obtaining EEG signal data and EMG signal data (col. 7, lines 24- 
27 of Greenwald), analyzing a sample of sequential EEG signal data to obtain a first 
indication indicative of the cerebral state of the patient, analyzing a sample of sequential 
EMG signal data temporally related to the EEG signal data sample to obtain a second 
indication indicative of electromyographic activity in the patient (col. 7, lines 26-30 of 
Greenwald), and producing a composite indication from the first and second indications 
(col. 7, lines 32-39 of Greenwald). Greenwald lacks the analysis of the EMG signal 
effectively using a sample of short length than that of the EEG signal data sample due 
to the higher frequency of the EMG signal data. Greenwald further lacks the composite 
indication being capable of being updated at a repetition rate allowed by the shorter 
sample length of the EMG signal data to rapidly indicate changes in the cerebral state of 
the patient. Regarding claims 122-132, Greenwald and represent the closest prior art. 
Greenwald teaches an apparatus for ascertaining the cerebral state of a patient, 
comprising means for obtaining biopotential signal from the patient, the biopotential 
signals containing EEG signal data and EMG signal data (col. 5, lines 16-40 of 
Greenwald), means analyzing a sample of sequential EEG signal data to obtain a first 
indicator indicative of the cerebral state of the patient and analyzing a sample of 
sequential EMG signal data temporally related to the EEG signal data sample to obtain 
a second indicator indicative of electromyographic activity in the patient (col. 7, lines 27- 
39 of Greenwald), and means producing a composite indicator from the first and second 
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indicators indicative of the cerebral state of the patient (col. 7, lines 40-49 of 
Greenwald). The analyzing means uses a length of EEG signal data sample to 
determine the first indicator and an EMG signal data sample to determine the second 
indicator (col. 7, lines 27-49 of Greenwald). However, Greenwald lacks the length of the 
EMG signal data sample being of shorter length than the EEG signal data sample 
and/or the analyzing means completely updating the second indicator more frequently 
than the first indicator. 

Regarding claims 122-132, Lockard teaches an apparatus for ascertaining the 
cerebral state of a patient comprising means 13, 15 for obtaining biopotential signals, 
containing EEG and EMG signal data, from the patient (col. 3, lines 17-32 of Lockard), 
means analyzing a sample of sequential EEG signal data to obtain a first indicator 
indicative of the cerebral state of the patient and analyzing a sample of sequential EMG 
signal data temporally related to the EEG signal data sample to obtain a second 
indicator indicative of electromyographic activity in the patient (col. 4, lines 35-49; col. 5, 
lines 46-59; col. 6, line 20-col. 8, lines 45 of Lockard), and means producing a 
composite indicator from the first and second indicators indicative of the cerebral state 
of the patient (col. 8, line 46-col. 9, line 52 of Lockard). The analyzing means uses a 
length of EEG signal data sample to determine the first indicator and an EMG signal 
data sample to determine the second indicator (col. 5, lines 45-59; col. 6, line 20-col. 8, 
line 45 of Lockard), but fails to teach the EMG signal data sample being of shorter 
length than the EEG signal data sample or the analyzing means completely updating 
the second indicator more frequently than the first indicator 
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Montgomery et al. teaches sampling EEG signals and EMG signals monitored 
simultaneously at a higher rate dictated by the EMG sampling rate (paragraphs 165-166 
of Montgomery). However, Montgomery is silent as to the length of the EEG signal data 
sample with respect to the length of the EMG signal data, and further lacks any other 
details as to the processing of the EEG and EMG signal data. 

Therefore, the prior art of record fails to teach or fairly suggest a method for 
ascertaining the cerebral state of a patient wherein the analysis of the EMG signal 
effectively uses a sample of shorter length than that of the EEG signal data sample due 
to the higher frequency of the EMG signal data and the composite indication can be 
updated at a repetition rate allowed by the shorter sample length of the EMG signal data 
to rapidly indicate changes in the cerebral state of the patient, in combination with all of 
the other limitations of the claims. The prior art of record also fails to teach or fairly 
suggest an apparatus for ascertaining the cerebral state of a patient, wherein the 
analyzing means uses an EMG signal data sample of shorter length than the EEG 
signal data sample to determine the second indicator and completely updates the 
second indicator more frequently than the first indicator, in combination with all of the 
other limitations of the claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia C. Mallari whose telephone number is (571) 
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272- 4729. The examiner can normally be reached on Monday-Friday 10:00 am-6:30 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor, II can be reached on (571) 272-4730. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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